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DETAILED ACTION

Reopen Prosecution - After Notice ofAllowance

1. Prosecution on the merits of this application is re-opened; pending claims 1-13 and 15-18

being considered unpatentable for the reasons indicated below.

Applicant is advised that the Notice of Allowance mailed 07/26/2005 is vacated. If the

issue fee has already been paid, applicant may request a refund or request that the fee be credited

to a deposit account. However, applicant may wait until the application is either found allowable

or held abandoned. If allowed, upon receipt of a new Notice of Allowance, applicant may

request that the previously submitted issue fee be applied. If abandoned, applicant may request

refund or credit to a specified Deposit Account.

Status ofClaims

2. The amendment filed 06/30/2005 under 37 CFR 1.116 having been entered, claims 1-13

and 15-18 are pending in the application, claim 14 having been cancelled by the Applicant.

The previous allowance of the claims now being vacated in light of the newly discovered

reference(s) to Burford et al. (US 6773237), Kim (US 6336794), Kotarba et al. (US 5503295),

Crago (US 4264282), and others, a reconsidered examination on the merits of the claims follows.

Drawings - Objections

3. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show every

feature of the invention specified in the claims. Therefore, the limitation recited in claim 13 of

"a counterbore" disposed on said bottom portion" [of the air tank] must be shown or the

feature(s) canceled from the claim(s). No new matter should be entered.
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The feature identified as item 76 shown in Figure 3 does not appear to have the attributes

of a "counterbore" [disposed on the bottom portion of the tank] as the term is ordinarily

understood, nor as is described in the instant specification.

As defined in Webster's Encyclopedic Unabridged Dicionary of the English Language

(1989 Edition) published by Gramercy Books, Random House Company, New Jersey defines a

"counterbore" as: "... a tool for enlarging a drilled hole for a portion of its length, as to permit

sinking of a screw head; and the portion of the hole so enlarged." In the examiner's

understanding, to meet the definition, the "counterbore" of the claim recitation shown in Figure 3

would have to resemble a hole drilled into the tank bottom; instead, the feature 76 appears as a

boss having a hole therein and being affixed to the tank bottom rather than as a hole drilled in the

tank.

Moreover, the depiction in Figure 3 is inconsistent with the description of the

"counterbore" as given in the specification at page 10, lines 5ff as, preferably, being threaded to

receive the threaded fastener 58, since there are no threads depicted in the Figure 3 rendition of

the "counterbore".

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to

the Office action to avoid abandonment of the application. Any amended replacement drawing

sheet should include all of the figures appearing on the immediate prior version of the sheet,

even if only one figure is being amended. The figure or figure number of an amended drawing

should not be labeled as "amended." If a drawing figure is to be canceled, the appropriate figure

must be removed from the replacement sheet, and where necessary, the remaining figures must

be renumbered and appropriate changes made to the brief description of the several views of the
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drawings for consistency. Additional replacement sheets may be necessary to show the

renumbering of the remaining figures. Each drawing sheet submitted after the filing date of an

application must be labeled in the top margin as either "Replacement Sheet" or "New Sheet"

pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, the applicant will

be notified and informed of any required corrective action in the next Office action. The

objection to the drawings will not be held in abeyance.

Specification - Objections

4. The specification is objected-to for the following:

At page 10, line 5ff, it is stated that ". . .the compressor is provided with a counterbore 76,

preferably threaded, to receive the threaded fastener 58." This description appears to be

inconsistent with the definition of what a "counterbore" is ordinarily understood to be, such as:

"... a tool for enlarging a drilled hole for a portion of its length, as to permit sinking of a screw

head; and [by extension] the portion of the hole so enlarged." (Refer Webster's Encyclopedic

Unabridged Dicionary of the English Language (1989 Edition) published by Gramercy Books,

Random House Company, New Jersey.) Instead, the item 76 shown in Figure 3 appears as a boss

having a hole therein and being affixed to the bottom of the air tank; there is no indication that

the hole in the boss was drilled out of the tank wall.

Moreover, there appear to be no threads shown on the boss or in the hole as would be

expected to be needed to receive a threaded fastener.

Appropriate correction or clarification is required. No new matter should be added.
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Claim(s) Rejections - 35 USCSec. 112, 2
nd

Para.

5. The following is a quotation of the second paragraph of 35 U.S.C. 112:

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the

subject matter which the applicant regards as his invention.

6. Claim 5 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing

to particularly point out and distinctly claim the subject matter which applicant regards as the

invention.

Claim 5 in line 2 recites the limitation "slightly larger"; the recitation makes the claim

indefinite since the metes and bounds of what is being claimed cannot be determined. Refer

MPEP Sec. 2173.05(d).

Appropriate correction is required.

For the purposes of further examination on the merits, the claim limitation will be

interpreted as meaning that the hole is sized to mechanically fit its respective aligned retention

formation element.

Claim Rejections - 35 USC § 102

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the

basis for the rejections under this section made in this Office action:

A person shall be entitled to a patent unless -

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed

in the United States before the invention by the applicant for patent or (2) a patent granted on an application for

patent by another filed in the United States before the invention by the applicant for patent, except that an

international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this

subsection of an application filed in the United States only if the international application designated the United

States and was published under Article 21(2) of such treaty in the English language.
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8. Claims 1-4 and 9 are rejected under 35 U.S.C. 102(e) as being anticipated by Burford et

al. (US 6773237).

Burford et al. discloses a dolly (Fig 1 item 20) and compressor assembly (item 22)

comprising:

(re: claims 1 and 9)

a frame (Fig 2, item 28; and refer col 3, line 25f£) having at least one handle structure

(handles are items 80 and 82; refer col 4
5
lines 23ff) and a support portion (taken as 34; refer to

col 3, lines 30-35);

at least one wheel (26) attached to the frame (col 3, lines 41-43);

a platform (taken to be a bottom plate portion of 34; refer to col 3, lines 30-35; see also

Fig 3 which shows a perspective view including part of the interior of the cabinet where it is

clearly seen that 34 includes a generally planar, level platform surface on which the compressor

is mounted within the dolly 20) supported by the support portion (34) and having a retention

formation (Taken as the structures A shown in the examiner's marked-up version of Fig 2 of the

reference, attached hereto. See also the EXAMINER'S NOTE herein below.) disposed on a

generally planar, level platform surface (taken as the bottom plate of 34; see Fig 3 and refer col

3, lines 30-34), and (re: the further feature of claim 9) having at least one lug (the lugs are not

separately numbered, but are taken by the examiner as the structures B shown in the examiner's

marked-up version of Figure 2 of the reference, attached hereto;) configured for detachably

engaging the receptor structure disposed at the bottom portion of the tank

a compressor (Fig 2, iteml08; refer col 5, line 39 to 41) having an air tank (112; refer col

5, lines 47-50) and a receptor structure disposed on a bottom portion of the air tank (not
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explicitly discussed; taken as the elements indicated by B in the examiner's marked-up version

of Figure 2 of the reference, attached hereto; also, see the NOTE herein below), the receptor

structure configured for engaging the retention formation (inherent).

EXAMINER'S NOTE : Although the means to retain the compressor on the bottom plate

of the platform (item 34) are not discussed explicitly in the text of the Burford et al. reference,

there is evidence of their existence in Fig 2, shown by the unnumbered structures at left and right

that protrude upward above the edge of 34 and designated by the examiner in the marked-up

figure from the reference as the elements A (understood as the tops of lugs affixed-to and

protruding upwards from the generally planar, level surface of platform 34) and as the elements

B (taken as the L-shaped brackets affixed-to and protruding downwards from bottom portions of

the compressor air tank and inherently have means for attachment to the elements A). These

elements A and B are seen in the examiner's marked-up version of Fig 2 of the reference

attached hereto and are taken to represent the forward and aft left-side hold-down elements

attaching the compressor to the level, bottom plate of platform 34; refer also to the reference at

col 5, lines 32-37. Moreover, it is reasonable to assume that a similar retention formation and

receptor structure is used on the right-hand side of the dolly.

End EXAMINER'S NOTE .

Further: (re: the features of claim 2) Burford et al. discloses wherein the retention formation

further comprises at least one lug (see item A in the examiner's marked-up version of Fig 2 of

the reference and the EXAMINER'S NOTE above); and, wherein

(re: claim 3) the at least one lug (item A) extends from the generally planar, level platform

surface (the bottom plate of item 34; refer to the text at col 3, lines 30-35) and is configured for
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detachably (considered inherent since what is attached may be detached in order to provide more

easily for repairs and life-cycle maintenance or replacement of various parts of the apparatus)

engaging the receptor structure (item B); and,

(re: claim 4) wherein the receptor structure (B) further comprises at least one leg. (Refer to

figure 2to see that the receptor B is L-shaped, therefore having at least one leg, taken as the

generally horizontal leg of the "L" forming the receptor B as seen in the Fig 2).

Claim Rejections - 35 USC § 103

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in

section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are

such that the subject matter as a whole would have been obvious at the time the invention was made to a person

having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the

manner in which the invention was made.

10. Claims 1-7 and 9-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over

Burford et al. (US 6773237) in view ofKim (US 6336794).

(re: claims 1 and 9)

a. Burford et al. disloses a dolly (Fig 1 item 20) and compressor assembly (item 22)

comprising:

a frame (Fig 2, item 28; and refer col 3, line 25ff) having at least one handle structure

(handles are items 80 and 82; refer col 4, lines 23ff) and a support portion (taken as 34; refer to

col 3, lines 30-35);

at least one wheel (26) attached to the frame (col 3, lines 41-43);

a platform (taken as the bottom plate portion (not shown) of 34; refer to col 3, lines 30-

35; see also Fig 3 where it is clear that 34 has a generally planar, level platform surface on which
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the compressor is mounted within the dolly 20) supported by the support portion (34) and having

a retention formation disposed on a generally planar, level platform surface (taken as the bottom

plate of 34; see Fig 3 and refer col 3, lines 30-34), and (re: the further feature of claim 9)

having at least one lug (the lugs are not separately numbered, but are taken by the examiner as

the structures B shown in the examiner's marked-up version of Figure 2 of the reference,

attached hereto; see also the EXAMINER'S NOTE herein below) configured for detachably

engaging the receptor structure disposed at the bottom portion of the tank

a compressor (Fig 2, item 108; refer col 5, line 39 to 41) having an air tank (112; refer col

5, lines 47-50) and a receptor structure disposed on a bottom portion of the air tank (not

explicitly discussed in the reference, but taken by the examiner as the elements indicated by B in

the examiner's marked-up version of Figure 2 of the reference, attached hereto; also, see the

NOTE herein below), the receptor structure being configured for engaging the retention

formation (considered inherent) on the platform (item 34).

b. Burford's retention formation and receptor structure features are not all explicitly

disclosed.

(EXAMINER'S NOTE: in the rejections above of the claims under 35 USC 102(e) the

evidence for Burford having these structures was arrived at inferentially as has been discussed

above.)

c. However, here it is argued that where Burford et al. lacks explicit disclosure of

features, Kim explicitly teaches a compressor assembly (Fig 1, item 10) having an air tank (1 1)

and a receptor structure (taken as the holes 31a-c) disposed on the bottom portion (taken as item

30) of the air tank, the assembly being installed on a generally planar, level mounting platform



Application/Control Number: 10/680,547 Page 10

Art Unit: 3618

(item 50) supported by a support portion (taken as the structural "foot" shown in the figure as

extending from beneath the platform (50)), and having a retention formation (taken as the

combination of the bolt 41 and nut 42, located at three places on the platform (50) so as to align

with the three holes 31a-c of the receptor structure), the receptor structure being configured for

detachably engaging the retention formation (as evidenced by the use of removable nuts (42) that

engage the threaded ends of the bolts (41) to secure the retention formation in the receptor

structure).

d. Therefore, it would have been obvious to one of ordinary skill in the art at the time the

instant invention was made to have substituted the compressor assembly retention formation and

receptor structure as taught by Kim for that disclosed in Burford et al. as a mere obvious design

choice based upon engineering and cost tradeoffs related to manufacturing assembly and life-

cycle maintenance of the apparatus.

(re: claims 2 - 7, 10 and 12) Kim further discloses wherein (claim 2) the retention

formation (combination of 41 and 42) further comprises at least one lug (the bolt, 41); and,

wherein (claim 3 and claim 12) the at least one lug (41) extends from the generally planar, level

platform surface (50) and is configured for detachably (claim 3) and matingly (claim 12)

engaging the receptor structure (31a-c) (as evidenced by the use of removable nuts 42 to engage

the threaded ends of bolts 41); and further, wherein (re: claim 4) the receptor structure (holes

31a-c of the bottom portion (30) of the tank) further comprises at least one leg (taken as those

portions of the plate 30 that extend outwardly from the cylindrical periphery of the tank 1 1 to

locate each hole 31a-c of the receptor structure at its appropriate outward distance in order to

align with its respective retention structure bolt, 41 with nut 42); and, wherein (re: claim 5 and
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claim 10) the at least one leg further includes a hole being of a diameter sized to mechanically

fit the respective retention formation bolt (41) threaded end; and, further including (re: claim 6)

at least one isolator (item 40); and wherein (re: claim 7) the at least one isolator is disposed

between the receptor structure (31a-c on plate 30) and the platform (50).

Regarding the limitations of claim 11, wherein the support portion and the handle

structure are recited as being generally perpendicular to each other, the support portion of

Burford et al. ( Fig 1, item 34) and the Burford's handle structure (item 80) are disclosed as

being structures lying in planes that are generally parallel to each other. However, it would have

been obvious to one having ordinary skill in the art at the time the invention was made to have

modified the handle structure (80) of Burford et al. to be oriented in any of a number of

directions suitable for an attendant to easily move the dolly, including oriented generally

perpendicular to the support portion (34), since it has been held that rearranging parts of an

invention involves only routine skill in the art. In re Japikse, 86 USPQ 70.

11. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Allen (US

2789756) in view of Kotarba et al. (US 5503295).

a. Regarding the limitations of claim 13, Allen teaches (Figs 1, 3 and 6) a compressor

(82; refer col 2, lines 46-49) for use with a dolly for transporting the compressor (Fig 1, item 10;

and refer col 1, lines 54ff), the dolly having a frame (Fig 1, combination of items 14, 16, 22 and

refer col 1, line 56 to col 2, line 3), at least one wheel (40) attached to the frame, a platform (12)

supported by the frame; and a retention formation (Fig 6, items 106, 108) associated with the

platform comprising: an air tank (Fig 3, item 1 10) having a bottom portion (inherent) and a

receptor structure (taken as the welds shown as small triangular images between the tank bottom
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and the uprights of the items 106 and 108 best seen in Fig 3) disposed on the bottom portion of

the air tank and configured for engaging the retention formation.

b. Regarding the further limitations of the claim, Allen lacks explicit disclosure

wherein the receptor structure of the air tank comprises a counterbore (refer to Examiner's

NOTE below) disposed on the bottom portion of the tank.

c. However, Kotarba et al. (see the embodiment of Figs 3 and 4) teaches a compressed

air tank for portable use having a receptor structure on the bottom of the air tank that comprises a

counterbore disposed on the bottom portion of the tank.

d. Therefore, it would have been obvious to one of ordinary skill in the art at the time the

instant invention was made to have modified the air tank of Allen in accordance with the

teachings of Kotarba et al to have a counterbore located at the bottom of the tank comprising an

overpressure blow-out pressure relief blow-out plug as a safety device to prevent rupture of the

tank in the event of the compressor generating an predetermined overpressure in the air tank as

suggested by the reference at column 1, lines 6-9.

EXAMINER'S NOTE: Refer to Webster's Encyclopedic Unabridged Dictionary of the English

Language (1989 Edition) where "counterbore" is defined as: "... a tool for enlarging a drilled

hole for a portion of its length, so as to permit sinking of a screw head; and [by extension] the

portion of the hole so enlarged." Therefore, in its broadest interpretation the "counterbore" of

the claim is taken to be a mechanical structure having a hole with a different (larger) diameter

over a portion of the hole's length or, in the logical extension, a structure having a hole with a

closed bottom.
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12. Claims 13 and 15-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over

Burford et al. (US 6773237) in view of Kim (US 6336794) and further in view of Kotarba et al.

(US 5503295).

a. Regarding the limitations of claim 13, Burford et al. teaches a compressor (Fig 2,

item 108) for use with a dolly (item 20; and refer col 3, lines 18-23) having a frame (28; and

refer col 3, lines 24-30), at least one wheel (26) attached to the frame, a platform (34) supported

by the frame (refer col 3, lines 30-35), and an air tank (22) having a bottom portion (inherent that

the tank has a bottom portion).

b. Regarding the further limitations of claim 13, Burford et al. lacks explicit

disclosure wherein the platform (34) has a retention formation and that the air tank has a receptor

structure disposed on its bottom portion and configured for engaging the retention formation of

the platform and wherein the receptor structure associated with the air tank bottom portion

comprises a counterbore disposed on the bottom portion.

c. However, Kim teaches a compressor assembly (Fig 1, item 10) supported on a

platform (50) and a retention formation associated with the platform (taken as the combination of

items 41 and 42, located at three places on the platform ), and further comprising an air tank (1 1)

with a bottom portion (item 30) having a receptor structure (taken as the holes 31a-c) disposed

on the bottom portion.

d. Therefore, it would have been obvious to one of ordinary skill in the art at the time the

instant invention was made to have substituted the compressor assembly retention formation and

receptor structure as taught by Kim for that disclosed in Burford et al. as a mere design choice
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based upon engineering and cost tradeoffs related to manufacturing assembly and life-cycle

maintenance of the apparatus.

Regarding the further feature of the claim wherein the receptor structure also

comprises a counterbore, the receptor structure of the combination of Burford and Kim as

applied above lacks a counterbore disposed on the bottom portion of the air tank. However,

Kotarba et al. teaches (in the embodiment shown in Figs 2-4) an air tank for a compressor having

a receptor structure on the bottom of the tank that comprises a counterbore (40; refer col 3, lines

23-29) as a safety device for pressure relief.

Therefore it would have been obvious to one of ordinary skill in the art at the time the

instant invention was made to have modified the compressor assembly of the combination of

Burford and Kim to include a counterbore disposed on a bottom portion of the tank in

accordance with the teachings of Kotarba et al. in order to have a safety device providing

pressure relief to prevent rupture of the tank in the event of a predetermined overpressure

occurring in the tank as suggested by the reference at column 1, lines 6-9.

Regarding the limitations of claims 15 and 16, the receptor structure of the

combination of Burford and Kim discussed above, further comprises (re: claim 15) at least one

leg (refer Kim, Fig 1 ; taken as portion of the plate (30) that extends outward from the bottom of

the air tank (1 1) so as to place each hole (31a-c) of the receptor structure at its appropriate

distance outwardly to align with its respective retention structure (bolt 41), and (re: claim 16)

having a hole (one of the holes 31a-c) being slightly larger in diameter than the respective

retention formation (bolt 41) so as to mechanically fit over the respective retention formation

bolt threaded end.
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13. Claims 17 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over Craig et

al. (US 6935642) in view of Kim (US 6336794).

a. Craig et al. teaches a compressor (refer col 2, lines 38-46) for use with a dolly having

a frame (Fig 1, item 104), at least one wheel (Fig 2, item 240) attached to the frame, a platform

supported by the frame (taken as any one of the planar, level surface platform(s) on which the

compressor assembly is supported on the frame; for example, the planar, level surface platform

shown in Fig 2 as item 230 supports the front portion of the compressor assembly; refer column

3, lines 15-18), and having a retention formation associated with the platform (not separately

shown but considered inherent since the compressor assembly is mounted to the base frame

member, 110; refer column 3, lines 15-18).

b. (re: the further features of claim 17) Craig et al. only illustrates the dolly mounted

with a generator assembly rather than a compressor assembly with an air tank having a bottom

portion, with the bottom portion having a receptor structure configured for engaging the retention

formation of the platform and (re: claim 18) having at least one isolator located on a bottom

surface of the receptor structure.

c. However, Kim (see Fig 1) teaches (re: claim 17) a compressor assembly (item 10)

having an air tank (item 1 1) having a bottom portion (30) with a receptor structure (holes 31a-c)

disposed on the bottom portion, the assembly being installed on a planar, level mounting

platform (item 50) with a retention formation (combination of items 41 and 42) associated with

the platform (50) being configured for engaging the receptor structure (holes 31a-c) of the air

tank bottom (30), and (re: claim 18) having at least one isolator 40 disposed on a bottom surface

of the receptor structure.
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d. Therefore, it would have been obvious to one of ordinary skill in the art at the time the

instant invention was made to have modified the compressor dolly of Craig et al. to include the

further features taught by Kim as discussed above in order to reduce the vibration and noise

occurring during the operation of the compressor assembly as suggested by the reference at

column 1, lines 59 to 67.

Allowable Subject Matter

14. Claim 8 is objected to as being dependent upon a rejected base claim, but would be

allowable if rewritten in independent form including all of the limitations of the base claim and

any intervening claims.

Prior Art made ofRecord

1 5. The prior art made of record and not relied upon is considered pertinent to Applicant's

disclosure. The prior art of Crago; of Saylor; of Grime; of Bridges et al.; of Wood et al.; of

Darby; of Howard; of Field; of Paget; and of Lane each show features in common with some of

the other structures of the inventive concept disclosed in the instant application.

Conclusion

16. Any inquiry concerning this or earlier communication(s) from the examiner should be

directed to Gerald B. Klebe at 571-272-6695; Mon.-Fri., 8:00 AM - 4:30 PM ET, or to

Supervisory Patent Examiner Christopher P. Ellis, Art Unit 3618, at 571-272-6914.

Official correspondence should be sent to the following TC 3600 Official number as

follows: 571-273-8300.

Information regarding the status of an application may be obtained from the Patent

Application Information Retrieval (PAIR) system. Status information for published applications

may be obtained from either Private PAIR or Public PAIR. Status information for unpublished
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applications is available through Private PAIR only. For more information about the PAIR

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free).

gbld^b?^funit 3618 / 25 February 2006

Attachment: Examiner's Mark-up of Figure 2 of US Patent 6,773,237

CHRISTOPHER P. ELLIS

SUPERVISORY PATENT EXAMINER

TECHNOLOGY CENTER 3600
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